TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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ON BRI EF

Bef ore MElI STER, FRANKFORT, and NASE, Adm nistrati ve Patent
Judges.

MEI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

Peter J. Jahrling (the appellant) appeals fromthe final

rejection of clainms 1, 5, 6, 11-13, 20 and 21, the only clains

remai ning in the application.

! for patent filed July 10, 1995. According to appellant,
this application is a continuation of Application 08/ 109, 970
filed August 23, 1993, now abandoned.
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W REVERSE

The appellant's invention pertains to (1) an infrared
detection systemand (2) an electrical control systemfor
controlling the flush valve of a toilet device that utilizes
such an infrared detection system |ndependent clains 1 and
11 are further illustrative of the appeal ed subject matter and
a correct copy of claiml1l may be found in the appendix to the
answer and a correct copy of claim 1l nay be found in the
appendi x to the brief.

The exam ner has relied on the follow ng references as

evi dence of obvi ousness:

O Nei l | 4,069, 812 Jan. 24, 1978
Kahl et al. (Kahl) 4,703,171 Cct. 27, 1987
Wi t esi de 5,169, 118 Dec. 8,
1992

The appellant has relied on a self-executed declaration
as

evi dence of nonobvi ousness.?

2 Since we are not of the opinion that the prior art
relied on by the exam ner establishes a prima facie case of
obvi ousness, we need not consider the appellant's evidence of
nonobvi ousness. In re Fine, 837 F.2d 1071, 1076, 5 USPQd
1596, 1600 (Fed. Cir. 1988).
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Claims 1, 5, 6, 11-13, 20 and 21 stand rejected under 35

U S.C § 103(a) as being unpatentable over Witeside in view

of

Kahl

and O Neill. According to the exam ner

Whi t esi de teaches the clained environnent of use
of an infrared detector. Kahl et al teach the use of
a Fresnel type refraction in a proximty detecting
environnent and O Neill teaches the specific |Iens
enpl oyed in the instant device. It would have been
obvious to enploy a Fresnel refraction |lens as
taught by Kahl et al in the simlar environnent as
taught by Wi teside and to further provide for the
|l ens to be of the type taught by O Neill. The Kah
et al reference is applied solely as evidence that
refractive lens are known to be enployed in the
i nfrared sensor environnent to redirect beans to
desired locations. This provides the nexus for the
conmbination with O Neill where the clained
refraction lens is taught. Wth respect [to] the
"means separating said thin filns" the ordinary
artisan would certainly find [sic, have found] it
obvi ous to separate the respective beans if conflict
bet ween the two occurred.

It is axiomatic that the ordinary artisan would
be presunmed to recogni ze the need to direct |ight
beans to desired | ocations particularly in the
i nstant case where the recogni zed problemis created
by dislocation of the transmtter and or receiver.
The solution to the created problem of m sdirected
beans is to redirect them The exam ner contends
that the ordinary artisan would have found it
obvious to enploy the ONeill lens in the Witeside
envi ronnent as the use of a beam path adjuster in a
beam pat h envi ronment woul d have constituted a prinma
facia [sic, facie] case of obviousness. Ofered as
further evidence of this is Kahl, where the infrared

3
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environnent is taught with the use of a Fresne
|l ens. [Answer, pages 3 and 4.]

W will not support the exam ner's position. The nere
fact that Kahl, as a broad proposition, teaches the use of
refractive lenses to redirect beanms in an infrared sensor does
not serve as a proper notivation for incorporating ONeill's
Fresnel lens into the device of \Witeside as the exam ner
apparently believes. Instead, it is well settled that it is
the teachings of the prior art taken as a whol e which nust
provi de the notivation or
suggestion to conbine the references. See In re Fritch, 972
F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed. G r. 1992) and
Uniroyal, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5
USPQ2d 1434, 1438 (Fed. Cir. 1988).

Here, we find no such notivation or suggestion. Witeside
teaches an infrared detection systemthat includes a
transmtter and detector, and is used for controlling the
flush valve of a toilet device. As the exam ner recogni zes,
Wi t esi de does not teach the use of a refracting nmeans that
includes a filmhaving a plurality of prisns thereon. In an

attenpt to overcone this deficiency the exam ner has relied on
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the teachings of Kahl and O Neill. Kahl and O Neill, however,
are directed to conpletely disparate types of devices. That
I's, although Kahl teaches the use of an infrared detector
having a refraction neans that includes a Fresnel |lens, Kahl's
infrared detector is of the wi de- angle passive type that is
used to automatically turn the lights of a roomon when it is
occupi ed and off when it is not. To this end, Kahl utilizes
the passive type detector to sense a change "in the heat
received withinits field of view' (colum 2, lines 24 and 25;
enphasi s added) and, in response to the change in heat,
produces a signal which causes the lights in the roomto be
turned on and off. O Neill, while teaching a Fresnel |ens

havi ng

prisnms thereon, is in no way concerned with infrared
detection. Instead, O Neill utilizes the Fresnel lens to
concentrate sunlight on a collector or "absorber” 24 for the
pur pose of converting |ight energy to heat. Absent the
appel lant's own disclosure, we are at a conplete loss to

under st and why one having ordinary skill in this art would
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have been notivated to conbine the disparate teachings of

Wi teside, Kahl and O Neill in the nmanner proposed by the
exam ner. In our view, the exam ner has inpermssibly relied
upon the appellant's own teachings in arriving at a concl usi on
of obviousness. As the court in Uniroyal, 837 F.2d at 1051, 5
USPQ2d at 1438 stated "it is inpermssible to use the clains
as a frane and the prior art references as a nosaic to piece

together a facsimle of the clained invention."
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The decision of the exanminer to reject clains 1, 5, 6,

11-13, 20 and 21 under 35 U.S.C. § 103(a) based on the

conmbi ned teachi ngs of Witeside, Kahl and O Neill is reversed.
REVERSED
)
JAMES M MEI STER )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
JEFFREY V. NASE )
Adm ni strative Patent Judge )

JW b
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